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APR 1 2 2006 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Inventor: Bradford Giles Ackerman,etal. 



Serial No: 09/844,947 
Filing Date: April 27, 2001 

Tide' METHOD FOR PRODUCING 

TIT ANIA-DOPED FUSED 
SIIICA GLASS 



Examiner: John Hoffmann 
Group Art Unit 1336 



Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 

Thank you for your Confutation of April 6, 2006 regarding the above referenced 



application. 

Remarks 



m reS ponse to the Communication of April 6, 2006, please note that Section m, me 
was amended to include a statement indicating the claims that were previously canceled 

and line numbers relating to the subject matter described therein. As a result of the 
amendments, applicants believe mat Items 2 and 4 of the Communication have been 



page 
above 
fulfilled. 



Item 7 of the Communication indicated that the claims listed in the Appendix were 
income, However, a teleconference was held between the Examiner and applicants 
undersigned attorney on April 11, 2006. It was determined that the claims m me Bnef are 



correct 



Prior amendments to the Brief described in applicants facsimile communications of 
November 4 and August 29, 2005, and February 3, 2006 remain in the Bnef. 



PAGE 2/17 * RCVD AT 4/1212006 2:03:39 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-5/19 * DNIS:2738300 * CSID:16079743848 * DURATION (mm-ss):M-32 



04/12/2806 92:00 16079743848 



CORNING INCORPORATED 



PAGE 03 



Applicants believe that the enclosed Revised Brief overcomes all the objections 
raised by the Examiner in the April 6, 2006 Conununication. 

Respectfully submitted, 



I^ LsJl $.00 C 

' Date 



-TfflTri1T;i*'" n W TRANSMISSION 

UNDER 37 C.F.R. §1.8 

I hereby certily that thU paper arri «ny Papers "f^^ 4 "'" 
ore being transmitted by facsimile to the U.S. Patent nnd 
TradcmflfkOffiee/tS7t-273-83(K) on; 



Date 



Walter M. Do 



Dntc 



Respectfully submitted, 
CORNING INCORPORATED 




Walter M, Dougla 
Registration No. 34,510 
Corning Incorporated 
Patent Department 
Mail Stop SP-TI-03-1 
Corning, NY 14831 
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CENTRAL PAX ©INflR 

APR 12 



PATENT 
Attorney Docket No.: SPOJ -095 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Jnventon Bradford Giles Ackerman, et al. 



Serial No: 09/844947 
Filing Date: April 27, 200 1 
Title: 



METHOD FOR PRODUCING 
TITANIA-DOPED FUSED 
SILICA GLASS 



Examiner: John Hoffmann 
Group Art Unit; 1336 



Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

BRIEF ON APPEAL (4 th Revision) 
This Brief supports the appeal to the Board of Patent Appeals and Interferences from 
the final ruction dated March 29, 2005, in the application listed above. Applicant fled the 
Notice of Appeal on April 11, 2005, and now submits this Revised Appeal Brief pursuant to a 
corn.unicationn^ the Examiner dated January 13,2006. Applicant also has previously 
filed the appropriate petition and paid the required fee to gain an extension of the due date for 

filin g this Brief to the Board. 

j. t>tt at. PARTY tiv INTEREST 

The real party m interest in this appeal is Coming Incorporated. 
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affected by, or 
or interferences 



cut- u 2. ♦* a •». » «. « - « — offlcs Aoa °° 

attached Appendix. A W «^«^c^' ^'"^^ 
datedMatch* 1 * 2005 tiiat was M-* — — • — « 

. , /•! w lu&m.* /I 2005 jfawM *« considered as not having been made 
Appeal the Amendment filed March 11, MU3 mo 

^dre^eanaddUiona^ch. V^^te*^^ 
„w th* Final CfTr- A ^ ^ issued - 

IV STATUS OF ^mnP-^TVntNTS 

-n,. Am ^=,,.a«etFina 1R ^ fi Ud< m M^U,200 !to »«^^. 

^o^^^th.tC^^^aew^^wouM^.^co^on 

-2- 
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v -7ft "» H WTMMT"* 

«. .nvento . . •« ^ducin g . M =«.» ^ 

co ,.ttMng t i« n U(»SiO i -r,0 ! sl.»)t P a8«J.""« """l- 

^clcs on a deposit «*. [page 3. «- ♦* *• 15 - 241 " " 

eKhar partiaUy or m, int. ^ g^s [orisma. «W. 3 *«P«— U. d« 1 ; 
p. g6 3, ,in*s «-9, whiU suavely *- *P— «*- -» tem *' 

Wer 1 *. W 3, Ita. 19; p.«c S, U- 7* - P* <■ *"» 21 " 24) - 

Pi^Uy, O a ^ «cp *e p.™ preform I. ' — <*» 

3, lines 6-9. 

VI . — nv TlF^ r™ ~ ™ ™ ««V1FWW> ON APPEAL 

The claims are currently rejected by the Patent office as follows- 

Claims 1, 2, 4-9, 13, 15, 20, 21, 23 and 24 are rejected under 35 
U.S.C. §l03(a) as being unpatentable over Blackwell et al. (U.S. Patent 
No. 5,1 52,819) in view of Nakahara et al. <U. S. Patent No. 4,419.116), 

-3- 
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„ . * xi A s 425 795) or Tenishima et at. (U. S. 
K otdcetaJ.CU.S. latent No. 5,425,7^} 

, ' '* /TT c pa+ent No- 6,672,1 10). 
Patent No. 5,423,898) and Roba et aL (U.S. Patent 

xrri I TinTTrm^ ^ n ATMS 

,s 75005 the Exammer rejected pending claims 

to the final Office Action of January 25, 22005, the fcx 

. - ,. j uTior si 03fa , l as being unpatentable over 
1 2 4-9 13, 15, 20, 21, 23 and 24under 35 U.S.C- § 103W as 

,„ - (u. s . «- h* * «— - cu - s - piM,N ; 

;, 4J 3.8, 8) -»*.«- »— *«»»•)■ * — » — »- oate *** 

the Examiner stated that: 

-BUclcweUet.d^ 

precursor is mixed with a metal ^%Z£XE£b«<* * "* tin * "* 
reacted in a soot burner * ^^^£Sta£ Blackwell is silent as to the 
subsequently consolidated m »H translation motion of the 

minimum temperature of the soot deposition ^ is ^ the temperature 
mandrel. Inherently the *»P^ 1 *£^££^ be solid fused glass 
at which the soot particles consolidate ^J^JS it ig ^tageous that the 
instead of a soot preform. In ^^'^^^^ a temperature between 700 
temperature of the ^*^$g5£ i dope^oot preform, penultimate 
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*■ *i fPHiiire of devices used to 

form the soot preform ana ox wiu 

cited as evidence." ai?nmtl /^ ' ase 

^-^ of "::;;;, M „ 3 , 14 «^. c ,-, 

Applies invention. Inj^^aeck, 20 U.S.F.Q-Z 

k, m ™*ified in tbe manner suggested by the 
"The mere fact that the prior art may be modtfed 

* coition 

^^^^^^^^ 

glass body. 

The .fed. BU*— « * « si.™. . . ft. minimum of 

„oHd fused glass instead of a soot preform." However, 
consolidate otherwise there would be sohd tusea glass 



PAGE 8/17 ' RCVD AT 4112/2006 2:03:39 PHI [Eastern Daylight Time] * SVR:USPT0-EFXRF-S/1 9 * DNIS:2738300 * CSID: 1 6079743848 * DURATION (mm-ss) :04-32 



04/12/2006 02:00 16079743848 



CORNING INCORPORATED 



PAGE 



Pot example, particles of soot that 
temperature at which tbe particles of soot were deposited. For ex. ^ 

a i j ^ ascribed as soot or porous preform. In tact, 

« . t ^ Blackwe ll et aJ. indict that in the process they descnoe, 
Applicants subrmt that BlacW ^ i9 partial consolidation of 

CVD (cWcalvapor deposition) to form *e soot preform theretsp 

• - BkckweUetaUcolutnn^lmeeV.tocolumnlO, 
the preform during the deposition process. Blackwell et 



line 3, reads: 



He/Cl atmosphere to full cotKrolidatton.' 

patda) consolidate* during the deposition process. 

to eo nM »«0B^..«a...APP««-™«-^ , - ,taK5 - 7 ' ttMt,,ePar,,0lCS 
^^a^depos^on-.-^ionsu^e...— -I*—— 

11 ^ w «,«*.^-«^~^- ,, * ,, ' D *" P ' 

ghs s . . » Thus, A ppUc.n.s^i fl c*-h to , te p r e fo ™. Sfi .»«....-P™-»- 

the* is no consolidation frrt* or ft*) of *= **o*ted M - • *- 

Sra »d. The Ex— combines Blackwel, « .1. with Bob. e, 1., citing Rob. e, ... 

ss te.ohiu.u-.His — — ° f - I— **— 

deposi«ouh..«mper.u.rehe W «n70C lm d 1200 <C. Applied submit ft., ft. 
^ doe, no. render their invention unp.t~t.ble for being obvious over the 
eorabinstion of BLckwell et al. and Rob. et .1. 

The meftod desenbed by Rob. et 1. is eon.ple.ely different front the process of the 
pra en,i«ve rt io^lnp^o„.ar,^»^of R ob..,.,.isa fl ^m^«^ i « 
water as a reacta*. Referring to Rob. tf al„ Summary of*. Invention: 



-6- 
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(a) in column 2, lines 40-42, the method is described as being "... a hydrolysis 
reaction for producing an optical perform. . ."; and 

(b) in column 2, lines 46-46-48, the hydrolysis reaction is described as being "... a 
flame-free hydrolysis, i.e., a reaction in which the process temperature can be 
precisely controlled, as opposed to convention flam-hydrolysis . . ."; and 

(c) in column 2, lines 60-61, the method is stated as comprising one requiring a ». . . 
first gaseous or vapor phase composition disposed to provide a hydrolyzabk glass 
precursor . . .", and in column 2, lines 63-64, "supplying water as a second gaseous 
or vapor phase composition , . 

Applicants submit that this method is completely different from the methods described by 
Applicants in their specification. Applicants further submit that the 700-1200 »C temperature 
range described by Roba et al. and cited by the Examiner is peculiar to the method they claim 
and is the result of a temperature gradient that they provide within the reaction chamber as 
described in column 3, lines 5-8, . .characterized m that a temperate gradient is provided 
inside of said [reaction] chamber, said temperature gradient being such that the temperature 
increases from said inlet zone to said outlet of the reaction chamber." Referring to Roba et al. 
Figure 3, the gradient is believed provided by the element represented by numeral 30 (which 
numeral a not mentioned in the specification), which seems similar to the electrical 
resistance heater 37 described in column 7, lines 9-13. 

Third, the Examiner cites Nakahara et al. (U. 8. Patent No. 4,419,116), Koide et al. 
(U S. Patent No. 5,425,795) or Terashima et al. (U. S. Patent No. 5,423,898) for teaching the 
"successive translating the deposition surface away from the burner." Applicants have 
reviewed these patents and comment that while Terashima et al. do not teach either the 
formation of any preform norrotation. Terashima etal. Nakahara etal. (U. S. Patent No. 
4,419,116) and Koide et al. (U.S. Patent No. 5,425,795) do teach rotation of the bait rod 

- 7 - 
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during formation of the preform, the disclosure therein does not render Applicants' method 
obvious when combined with BlackweN et al. and Roba et al. The fact that Tereshima et al, 
Nakahara et al. and Kiode et al. teach an element of the Applicants- invention is not sufficient 
to make it obvious when other elements of Applicants' invention such as depositing the soot 
below consolidation (partial or full) temperature is not disclosed in the other art with which 
Tereshima et al., Nakahaia et al. and Kiode et al. are combined. 

The U.S. Court of Appeals for the Federal Circuit has stated that the Examiner has the 
burden under 35 U.S.C § 103 to establish aprima facie case of obviousness and in the case 
of combined references, the Examiner can satisfy this burden "only by showing some 
objective teaching in the prior art . . . would lead that individual to combine fte relevant 
teachings of the references." In xe Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988). 
Moreover, both the suggestion and the reasonable expectation of success must be found in the 
prior art, not in the applicant's disclosure. Ir^Vas*, 20 U.S.P.Q.2d 1438, 1442 (Fed. Cir. 
1991). 

Cited references should not be considered in a vacuum, but against the background of 
the references as a whole. "The question in a §103 case is what the references would 
..lively surest to one of ordinary skill in the art" Inje^eich, 200 U.S.P.Q. 504, 509- 
10 (C.C.P.A. 1979). If the collective references indicate that those skilled in the art would 
ignore statements as speculative, then those statements cannot be considered teachings for 
purposes of an obviousness rejection. I<L; InreQefrjch, 198 U.S.P.Q. 210, 214 (C.CP.A. 
1978). In the instant case, as discussed above, the primary reference of Blackwell etal. does 
not teach or suggest a critical feature of the claimed invention; namely, deposition of soot 
below consolidation temperature. This feature is not supplied by the secondary reference of 
Roba et al or the additional references of Nakahara et al., Koide et al. or Terashima et al. 



8- 
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Consequently, Applicants submit that not only did the Examiner fail to meet his 
burden of establishing zprima facie case because one of ordinary skill in the art would lack 
the motivation to modify Blackwell et al.; but he failed to meet that burden because one 
skilled in the art would not find Applicants' method when Blackwell et al. is combined with 
Roba et al., Nakahara et al., Koide et al. and Terashima et al. Accordingly, one skilled in the 
art would not reasonably expect to successfully arrive at Applicant's claimed invention by 
combining the primary and secondary references. 



IX. mNCTLUSION 

In conclusion, Applicant requests ateversal of each of the grounds of rejection 

maintained by the Examiner. 

Please charge the necessary fees of $500 for filing the Brief on Appeal to our 
Deposit Account No. 03-3325. If there are any other fees due in connection with the 
filing of this Brief on Appeal, please charge the fees to out Deposit Account No. 03- 
3325. if afee is required for aii extension oftime under 37 C.F.R. § 1.136 not 
accounted for above, such an extension is requested and the fee should also be charged 
to out Deposit Account. 



' Date 



" "^ERTIFTCATJ -, frF TRANSMISSION 



UNDER 37 C.F.R. §L8 

I hereby canity thai thi B paper and smy papers referred to herein 
U b*in 8 .remitted by simile to the U.S. Patmt and 



I Walter tf . DouglM^ Plte 



Respectfully submitted, 
CORNING INCORPORATED 



Vfllt^r M. Douelas U 



Walter M, Douglas 
Registration No. 34,510 
Coming Incorporated 
Patent Department 
Mail Stop SP-TI-03-1 
Coming, NY 14831 
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Claims Appendix 



n ATTLfQ APPFNDIX TO i"*F.P <™ APPEAL 

The claims on appeal ate as follows. Claim 1 is shown with the amendment submitted in 
response to the Final Office Action. 

t icHn fl nf Claims: 

1. (rejected) A method for producing a fused silica glass containing titania, 

comprising: 

Resizing particles of silica and titania by delivering a mature of sihea 
precursor and a titania precursor to a burner, 

growing a column of solid porous preform by successively deposing the 
particles on a deposition surface at a temperature below a minimum temperature at 
which the particles can consolidate either partially or fully into dense glass whde 
successively translating the deposition surface away from the burner; and 

subsequently consolidating the porous preform into dense glass. 

2 (rejected) Tnemelfcod of claim 1, wherein a translation speed of the deposition 
surface is adjusted to maintain a substantially constant distance between an end 
portion of the porous preform remote from the deposition surface and the burner 

during deposition. 

3. (previously cancelled) 

4 (rented) Th. rnethod of Cairn 1. wherein consoHdaHng the porous preform into 
dense glass comprises hearing the porous preform .0 a remperanrre in a range from 
1200 to 1900°C 



1 
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Claims Appendix 

5 (rejected) The method of claim 1, further comprising dehydrating the porous 
preform by exposing the porous preform to a heated, halide^ntaming atmosphere 
prior to consolidation. 

6. (rejected) The method of claim 5, where in the heated, halide-coutaimng 

atmosphere comprises chlorine. 

7 . (rejected) The method of claim 5, where in the heated, balide-confcdning 
atmosphere comprises fluorine. 

8. (rejected) The method of claim 5, wherein the temperature of the heated, halide- 
containing atmosphere is in a range from 900 to 1 100°C. 

9. (rejected) The method of claim 1, wherein the glass covins 2 to 12% by weight 

titania 

10. - 12 (previously cancelled) 

surface is adjusted to rarittato a subs.antia.ly constant dis«nee between an end 
potion of ft. porous preform remote from ft. deposition surface and the burner 

during deposition, 

14. (previously cancelled) 

,5 (rejected) The method of claim 5, wherein consolidating the porous preform into 
dense glass comprises heating the porous preform to a temperature in a range from 
1200 to 1900°C. 
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Claims Appendix 



16.-19. (perviously cancelled) 

20. (rejected) The method of claim 1. wherein the minimum temperature is 

approximately 1200°C. 

21 (rejected) The method of claim 20, wherein the temperature at which the parucles 
are deposited is approximately 200 to 500*C less than the minimum temperature. 

22. (previously cancelled) 

23 (rejected) The method of claim 1 , wherein a variation on coefficient of thermal 
expansion of me dense glass is in a range from -5 p P b/»C to +5 ppb/°C. 

24 (rejected) The method of claim 1. further comprising rotating the deposition 
surface relative to the burner while successively depositing the particles on the 

deposition surface. 



3 
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EVIDENCE APPENDIX 

1. Evidence 

U.S. Patent Nos. 5,152,819 to Blackwell et al 
4,419,1 16 to Nakahara et al. 
5,425,795 to Koide et al. 
5,423,898 to Tcrashirna et al. 
6,672,1 10 to Roba et al 



2. T ^atinn of Vf >*W* Evidence 

The Patent Evidence above was cited by the Examiner in Hie Final Rejection. 
Copies of the Evidence are enclosed with this Brief. 



3. l.avt ( "ipie* enclosed! 

TnreVaeok. 20 U.S.P.Q-2d 1438, 1442 (Fed. Cir. 1991) 
TnreFritch, 23 U.S.P.Q.Zd 1780, 1783-84 (Fed. Cir. 1992) 
Tn re Fine, 5 U.S.P-Q.2d 1596, 1598 (Fed. Cir. 1988) 
jn^eElmeich, 200 U-S.P-Q. 504, 509-10 (C.C.P.A. 1979) 
TureOelrich. 198 U.S.P.Q- 210, 214 (C.C.F.A. 1978). 
Case law was cited by applicants in the Appeal Brief . 
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RELATED PROCEEDINGS APPENDIX 

NONE 
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